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Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-2, 4-12, 13-19, 32-43, 44-50 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Hendricks et al. (WO 99/12349, hereinafter Hendricks) in view 
of Sawyer (US PAT: 6,084,628, filed 12-18-1998). 

Regarding claim 1 , Hendricks discloses a communication control apparatus for 
controlling multipoint communications performed using a plurality of communication 
apparatus connected via, a communication lines, comprising: a control means for 
controlling communications so as to transmit signals received from the plurality of 
communication apparatus and a signal for providing a predetermined advertising 
information to the plurality of communication apparatuses (abstract; pages 6-7; page 14 
lines 6-15; page 33; page 36 lines 2-4; figs 1, 10-12, 14, 16, 17). 

Regarding claim 13, Hendricks discloses a communication control apparatus for 
controlling multipoint communications performed using a plurality of communication 
apparatus connected via, a communication lines, comprising: a control means for 
controlling communications so as to transmit signals received from the plurality of 
communication apparatus and a content signal specified by a communication apparatus 
to the plurality of communication apparatuses (abstract; pages 6-7; page 14 lines 6-15; 
page 33; page 36 lines 2-4; figs 1, 10-12, 14, 16, 17). 
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Hendricks differs from claims 1 and 13 in that although he teaches providing 
advertisements to users, he does not specifically teach: the control means determines 
the type of advertising information to be provided in accordance with instruction from a 
communication apparatus and controls communication so as to transmit a signal for 
providing the determined type of advertising information to the communication 
apparatus. 

However, Sawyer discloses system and method of providing targeted advertising 
during video telephone calls which teaches the following: the control means in (23, fig. 
2) determines the type of advertising information to be provided in accordance with 
instruction from a communication apparatus (reads on17/18, fig. 2) and controls 
communication so as to transmit a signal for providing the determined type of 
advertising information to the communication apparatus (fig. 2; col. 2 lines 43-17; col. 3 
lines 1-51). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Hendricks 7 system to provide for the following: the control 
means determines the type of advertising information to be provided in accordance with 
instruction from a communication apparatus and controls communication so as to 
transmit a signal for providing the determined type of advertising information to the 
communication apparatus as this arrangement would facilitate to provide 
advertisements based on callers preferences so that they will be more effective for 
users in videoconference call as taught by Sawyer (col. 1 lines 31-37). 

Claim 32 is rejected on the same basis as claim 1 . 
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Claim 44 is rejected on the same basis as claim 1. 

Regarding claims 2, 4-12, 14-19, 33-43, 45-50, Hendricks further teaches the 
following: control means controls communications so that the communication apparatus 
display images in accordance with the signals received from the plurality of 
communication apparatuses and an image in accordance with the signal for providing 
the predetermined advertising information on screen as shown in fig. 16, control means 
assigns predetermined selection right to a communication apparatus and allows the 
communication apparatus assigned the selection right to give the instruction, control 
means changes the communication apparatus assigned the selection right in 
accordance with a request for a communication apparatus, control means transmits a 
signal for a display for specifying the communication apparatus assigned the selection 
right to the plurality of communication apparatuses, control means determines whether 
or not to transmit a signal for providing the advertising information in accordance with an 
instruction from a communication apparatus, signals are received from the 
communication apparatuses are signals for displaying faces of users of the 
communication apparatuses as shown in fig. 16, control means controls communication 
so that a communication apparatus displays a second image in accordance with the 
preadvertising information larger compared with first images in accordance with signals 
from the plurality of communication apparatuses, control means controls communication 
so that the second image is displayed below the first images in a displasy of the 
communication apparatus, charging means for determining fees to be charged to users 
of the communication apparatus for use of the multipoint communication in accordance 
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with provision of advertising information, control means controls communication so as to 
transmit sound signals received from the plurality of communication apparatuses, when 
signals are received from the plurality of communication apparatuses are sound signals 
(abstract; pages 6-7; page 14 lines 6-15; page 33; page 36 lines 2-4; figs 1 , 10-12, 14, 
16, 17). 

3. Claims 25, 26, 29, 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roy (US PAT: 6,600,725 B1, Provisional application No. 60/1 12,740, filed on Dec. 
16, 1998) in view of Sawyer. 

Regarding claim 25, Roy discloses a communication apparatus for multipoint 
communications with plurality of other communication apparatuses via communication 
lines, comprising: a receiving means in (114, fig. 1) for receiving first signals transmitted 
by the plurality of communication apparatuses (100, 106, 108, 1 12, fig. 1, col. 4 lines 1- 
60) and a second signal indicating predetermined advertising information and a signal 
processing means for processing for simultaneously displaying images in accordance 
with the first signals and an image in accordance with a second signal (col. 5, line 66 - 
col. 6, line 29). 

Roy differs from claim 25 in that although he teaches sending advertisements to 
video conference participants, he does not specifically teach: the receiving means 
determines the type of advertising information to be provided in accordance with 
instruction from a communication apparatus and controls communication so as to 
transmit a signal for providing the determined type of advertising information to the 
communication apparatus. 
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However, Sawyer discloses system and method of providing targeted advertising 
during video telephone calls which teaches the following: the receiving means in (23, 
fig. 2) determines the type of advertising information to be provided in accordance with 
instruction from a communication apparatus (reads on 17/18, fig. 2) and controls 
communication so as to transmit a signal for providing the determined type of 
advertising information to the communication apparatus (fig. 2; col. 2 lines 43-17; col. 3 
lines 1-51). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Roy's system to provide for the following: the receiving 
means determines the type of advertising information to be provided in accordance with 
instruction from a communication apparatus and controls communication so as to 
transmit a signal for providing the determined type of advertising information to the 
communication apparatus as this arrangement would facilitate to provide 
advertisements based on callers preferences so that they will be more effective for 
users in videoconference call as taught by Sawyer (col. 1 lines 31-37). 

Claim 26 is rejected on the same basis as claim 25. 

Regarding claim 29 and 30, Roy discloses a communication system for multipoint 
communication using a plurality of communication apparatuses via communication lines 
under control by a communication control apparatus, wherein: the communication 
control apparatus (114, fig. 1) comprises control means for controlling communications 
so as to transmit first signals received from plurality of communication apparatuses 
(100, 106, 108, 112, fig. 1, col. 4 lines 1-60) and a second signal for providing 



Application/Control Number: 09/862,963 Page 7 

Art Unit: 2614 

predetermined advertising information to the plurality of communication apparatuses, 
and the communication apparatus comprises display means (not shown) and a signal 
processing means (not shown) for processing so as to display images in accordance 
with the first signals and an image in accordance with the second signal on one display 
screen means (col. 5, line 66 - col. 6, line 29). 

Roy differs from claims 29 and 30 in that he teaches sending advertisements to 
video conference participants, he does not specifically teach: the control means 
determines the type of advertising information to be provided in accordance with 
instruction from a communication apparatus and controls communication so as to 
transmit a signal for providing the determined type of advertising information to the 
communication apparatus. 

However, Sawyer discloses system and method of providing targeted advertising 
during video telephone calls which teaches the following: the control means in (23, fig. 
2) determines the type of advertising information/content to be provided in accordance 
with instruction from a communication apparatus (reads on 17/18, fig. 2) and controls 
communication so as to transmit a signal for providing the determined type of 
advertising information to the communication apparatus (fig. 2; col. 2 lines 43-17; col. 3 
lines 1-51). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Roy's system to provide for the following: the control 
means determines the type of advertising information to be provided in accordance with 
instruction from a communication apparatus and controls communication so as to 
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transmit a signal for providing the determined type of advertising information to the 
communication apparatus as this arrangement would facilitate to provide 
advertisements based on callers preferences so that they will be more effective for 
users in videoconference call as taught by Sawyer (col. 1 lines 31-37). 
4. Claims 20 and 51 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hendricks in view of Sawyer as applied to claims 13 and 50 above, and further in 
view of Ito (JP405260193A). 

The combination differs from claims 20 and 51 in that he does not specifically 
teach the following: signals received from the plurality of communication apparatuses 
are sound signals, the control means recognizes sounds indicated by the sound signals 
and controls communication so as to transmit signals indicating the recognized sounds 
by text to the plurality communication apparatuses. 

However, Ito discloses video telephone exchange system which teaches the 
following: signals received from the plurality of communication apparatuses are sound 
signals, the control means recognizes sounds indicated by the sound signals and 
controls communication so as to transmit signals indicating the recognized sounds by 
text to the plurality communication apparatuses (figs. 1-2, abstract; paragraphs: 0004; 
0009-0014). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify the combination to provide for the following: signals 
received from the plurality of communication apparatuses are sound signals, the control 
means recognizes sounds indicated by the sound signals and controls communication 
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so as to transmit signals indicating the recognized sounds by text to the plurality 
communication apparatuses as this arrangement would facilitate conferencing among 
users speaking different languages as taught by Ito. 

5. Claims 56-57, 58-60 and 61-62 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roy in view of Bullister (US PAT: 5,886,735). 

Regarding claim 56, Roy discloses a communication apparatus for controlling 
multipoint communication using a plurality of communication apparatus connected via 
communication line, comprising: a control means for controlling communication so as to 
permit first signals indicating pick up results of faces of users of the communication 
apparatuses received from the plurality of communication apparatuses and second 
signals indicating pickup results to the plurality of communication apparatuses (col. 4 
lines 1-60; col. 5, line 66 - col. 6, line 29). 

Roy differs from claim 56 in that he does not specifically teach indicating pickup 
results in the direction of users 1 perspectives. 

However, Bullister discloses video telephone headset, which teaches the 
following: indicating pickup results in the direction of users' perspectives (abstract; col. 2 
lines 20-40; col. 9 lines 36-47; figs. 3, 5A). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Roy's system to provide for the following: indicating 
pickup results in the direction of users 1 perspectives as this arrangement would facilitate 
to obtain line of sight images in a conference system as taught by Bullister (col. 2 lines 
35-37), thus making the conference more realistic. 
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Regarding claim 57, Roy teaches the following: control means in (1 14, fig. 1 ) 
controls communication so that images in accordance with the first signals and second 
images in accordance with second signals are displayed in correspondence on one 
screen by the display means of the communication apparatus (col. 5, line 66 - col. 6, 
line 29). 

Regarding claim 58, Roy discloses a communication apparatus for multipoint 
communication with plurality of other communication apparatus via communication 
lines, comprising: a receiving means in (114, fig. 1) for receiving signals, a display 
means (not shown) for displaying in accordance with the received signals, a first image 
pickup means (not shown) for picking up an image of a face of a user of the 
communication apparatus, and a transmission means for (120, fig. 1 ) for transmitting 
signals indicating the image pickup results of the first image pickup means and second 
image pickup means (used to provide live information services; col. 5, line 66 - col. 6, 
line 29). 

Roy differs from claims 58-59 in that he does not specifically teach pickup means 
for picking up the image in the direction of user's perspective and displaying images 
according to user's perspective 

However, Bullister teaches the following: pickup means for picking up the image 
in the direction of user's perspective and displaying images according to user's 
perspective (abstract; col. 2 lines 20-40; col. 9 lines 36-47; figs. 3, 5A). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Roy's system to provide for the following: pickup means 
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for picking up the image in the direction of user's perspective; displaying images 
according to user's perspective as this arrangement would facilitate to obtain line of 
sight images in a conference system as taught by Bullister (col. 2 lines 36-37), thus 
making the conference more realistic. 

Regarding claim 60, Roy teaches the following: display means displays the first 
images and the second images in correspondence on one screen (col. 5, line 66 - col. 
6, line 29). 

Claim 61 is rejected on the same basis as claim 56. 

Claim 62 is rejected on the same basis as claim 57. 

Response to Arguments 
6. Applicant's arguments with respect to claims 1-12, 13-19, 25, 26, 29, 30, 32-33, 
44-50 have been considered but are moot in view of the new ground(s) of rejection. 

In response to Applicant's request to provide translation to JP405260193A, It is 
provided and will be included in this office action. 

Rejection of claims 56-57, 58-60, and 61-62 under 35 U.S.C 103(a) as being 
obvious over Roy (US PAT: 6.600,756 B1 ) in view of Bullister (US PAT: 5,886,735): 
Regarding rejection of claim 56 using the above combination of references, Applicant 
argues that "Applicant submits that Roy, clearly does not suggest use of second signals 
indicating pickup results in the direction of users 1 perspectives to the plurality of 
communication apparatuses. Therefore, there is no motivation for one skilled in the art 
to modify Roy's system with video telephone head set of Bullister, when Roy does not 
teach or suggest indicating pickup results in the direction of user's perspective to the 
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plurality of communication apparatuses". Regarding this, rejection of the claim is done 
under 35 U.S.C 103(a) and office action clearly sets forth reasons for combining 
references. As stated in the office action: Roy differs from claim 56 in that he does not 
specifically teach indicating pickup results in the direction of users 1 perspectives. 

However, Bullister discloses video telephone headset, which teaches the 
following: indicating pickup results in the direction of users 1 perspectives (abstract; col. 2 
lines 20-40; col. 9 lines 36-47; figs. 3, 5A). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Roy's system to provide for the following: indicating 
pickup results in the direction of users' perspectives as this arrangement would facilitate 
to obtain line of sight images in a conference system as taught by Bullister (col. 2 lines 
36-37), thus making the conference more realistic. 

Regarding rejection of claim 56, Applicant further alleges that "Applicants 
respectfully submit that the Office Action has relied on impermissible hindsight. The 
motivation or teaching ... Applicant's submit that there is nothing that would motivate a 
skilled worker in the art to modify Roy in view of Bullister, when Roy lacks very 
motivation to do so". In response to applicant's argument that the examiner's 
conclusion of obviousness is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction 
based upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was made, 
and does not include knowledge gleaned only from the applicant's disclosure, such a 
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reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Applicant makes further arguments directed impermissible hindsight reasoning 
for which examiner responded as set forth above. 

Applicant further alleges that "As noted above, the Office Action has merely 
provided references to teach individual aspects of the claimed invention in total 
isolation, and has not established a prima facie case of obvious. The Office Action has 
failed to provide an objective reason to combine the disparate and unrelated teaching of 
the references into the claimed combination". Regarding this, Office Action has not only 
addressed applicants claim limitation and also provided motivation to combine the 
references. For example office action clearly states in the rejection of claim 56 the 
following: As stated in the office action: Roy differs from claim 56 in that he does not 
specifically teach indicating pickup results in the direction of users' perspectives. 

However, Bullister discloses video telephone headset, which teaches the 
following: indicating pickup results in the direction of users' perspectives (abstract; col. 2 
lines 20-40; col. 9 lines 36-47; figs. 3, 5A). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Roy's system to provide for the following: indicating 
pickup results in the direction of users' perspectives as this arrangement would facilitate 
to obtain line of sight images in a conference system as taught by Bullister (col. 2 lines 
36-37), thus making the conference more realistic. 

Thus, Examiner has clearly set forth prima facie case of obvious rejection. 
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Applicants rest of the arguments regarding rejection of claim 56 on page 23 is 
nothing but reciting the same arguments as motivation to combine the references. As 
set forth in the office action above, Examiner has clearly provided motivation to combine 
Roy with Bullister such as to obtain line of sight images in a conference system as 
taught by Bullister (col. 2 lines 36-37). 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melur Ramakrishnaiah whose telephone number is 
(571 )272-8098. The examiner can normally be reached on 9 Hr schedule. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curt Kuntz can be reached on (571) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Melur Ramakrishnaiah 
Primary Examiner 
Art Unit 2614 




